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DETAILED ACTION 
Claim Rejections • 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

2. Claims 1-14, 28-31 and 39 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hanson (US 6,215,859). 



Regarding claim 1, Hanson discloses a delivery of urgent messages by 
integrated forced delivery (column 1, lines 7-10), (which reads on claimed "a method for 
use in a telecommunications network for providing messages between users"), 
comprising the steps of: 

receiving a completed voice message (column 2, line 43 "leave a message") from 
a first terminal (column 2, line 37 "a calling party") for forwarding to a second user 
(column 2, line 38 "the called party") at a second terminal (column 2, line 38 "the called 
party"), the completed voice message already spoken to a conclusion (column 2, line 43 
"the calling party records a message") by a first user (column 2, line 43 "calling party") at 
the first terminal prior to the transmission from the first terminal (column 2, lines 37-53) 
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[The calling party calls to leave an urgent message for the called party in the voicemail 
system]; and 

immediately sending the completed voice message to the second terminal 
(column 2, lines 54-67) [The urgent delivery of the voice mail system queues the 
message for immediate delivery to the called party]. 

Regarding claims 2 and 9, Hanson discloses further comprising a step of 
checking availability of the second terminal or the second user using a presence service 
and immediately sending the completed voice message only if available (column 2, lines 
54-60). 

Regarding claims 3 and 10, Hanson discloses the step of notifying the second 
user at the second terminal of the completed voice message prior to the step of 
immediately sending (column 2, lines 54-60). 

Regarding claims 4 and 11, Hanson discloses wherein the step of immediately 
sending the received voice message to the second terminal is carried out only after the 
second user signals acceptance (column 2, lines 54-67). 
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Regarding claims 5 and 12, Hanson discloses receiving a voice message from 
the second terminal spoken by the second user (column 3, lines 3-10); and 

immediately sending the received voice message to the first terminal (column 2, 
lines 10-23). 

Regarding claims 6 and 13, Hanson discloses the step of checking the 
availability of the first terminal before carrying out the step of immediately sending the 
voice message completed at the second terminal to the first terminal (column 3, lines 
36-54). 

Regarding claims 7 and 14, Hanson discloses the step of storing the received 
voice message in the second terminal for playback by the second user at the 
convenience of the second user (column 3, lines 24-35). 

Regarding claim 8, Hanson discloses a delivery of urgent messages by 
integrated forced delivery (column 1 , lines 7-10), (which reads on claimed "an apparatus 
for use in a telecommunications network for providing messages between users"), 
comprising: 



Application/Control Number: 09/91 1 ,078 Page 5 

Art Unit: 2645 

means for receiving a voice message (column 2, line 43 "leave a message") from 
a first terminal spoken (column 2, line 43 "calling party") by a first user (column 2, line 
43 "calling party") for a second user (column 2, line 41 "called party") at a second 
terminal (column 2, lines 40-44) [The calling party leave a message for the called party 
in the voicemail system]; 

means for checking availability (column 2, line 41 "line is busy") of the second 
terminal or second user using a presence service (column 2, lines 40-44) [If the called 
party line is busy the voicemail system answers the call. The examiner chose the 
availability of the second terminal since the limitation is a selective or]; and 

means for immediately sending the received voice message to the second 
terminal if available (column 2, lines 54-67) [The urgent delivery of the voice mail 
system queues the message for immediate delivery to the called party]. 

Regarding claims 28 and 30, Hanson discloses wherein the checking availability 
is a checking of a status marker of a presence tuple among a plurality of presence 
tuples of presence information maintained by a presence service (column 4, lines 15- 
29). 
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Regarding claims 29 and 31, Hanson discloses wherein the immediately 
sending the received voice message is carried out by a service sending the received 
voice message to an inbox having an inbox address associated with the presence tuple 
(column 4, lines 15-29). 



Regarding claim 39, Hanson discloses an SVM presence user agent for 
interacting with the SVM presentity (column 5, lines 6-26); and 

an SVM inbox user agent for interacting with an SVM inbox (column 5, lines 6- 

26). 



3. Claims 23-27, 34-36 and 38 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Baker et al. (US 6,507,735). 



Regarding claim 23, Baker discloses an automated short message attendant 
(column 1 , lines 7-1 1 ), (which reads on claimed "a user equipment for use in a voice 
message system"), comprising: 
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means (23 on FIG. 1) for receiving a short voice message spoken (column 3, line 
15 "a spoken message") by a first user (column 3 f lines 7-17) [The service node 
provides calling party to leave a short message delivered]; 

means (27 on FIG. 1 ) for storing SVMs including the SVM spoken by the first 
user (column 3, lines 17-19) [The short message service stores the messages for 
wireless subscriber]; 

means (column 3, line 26 "call processing") for receiving a designation signal 
(column 3, line 27 "a call") from the first user designating a second user (column 3, line 
27 "a subscriber") as an intended recipient (column 3, lines 25-29) [The call processing 
receives call for a subscriber]; 

means (column 4, lines 27-28 "voicemail system") for retrieving the stored SVM 
in response to the designation signal for providing the SVM retrieved from storage and 
the designation signal (column 4, lines 26-33) [The subscriber gets the message as 
soon as the unit is available]; and 

means (column 4, line 34 "the system") for sending the SVM retrieved from 
storage and the designation signal to the second user of the voice message system as 
an outgoing SVM (column 4, lines 34-43) [The system tracks the subscriber to send the 
short message to the subscriber]. 
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Regarding claim 24, Baker discloses means for receiving an incoming SVM from 
the second user for storage in the means for storing SVMs (column 2, lines 62-65); and 

means for playback of the incoming SVM to the first user after retrieval from the 
means for storing SVMs by the means for retrieving stored SVMs (column 3, lines 2-6). 

Regarding claim 25, Baker discloses means for receiving notification of the 
incoming SVM from the second user for display or notification thereof by the user 
equipment (column 3, lines 7-17); and 

means responsive to an acceptance indication input signal from the first user for 
sending the acceptance indication input signal for use in the voice message system in 
deciding whether to send the incoming SVM from the second user to the user 
equipment of the first user (column 3, lines 1 4-1 9). 

Regarding claim 26, Baker discloses wherein the means for receiving the SVM 
spoken by the first user is voice recognition means for providing the SVM as a text 
message for storage in and retrieval from the means for storing SVMs as a text 
message for transmission as an outgoing text SVM via a short message service (SMS) 
center (column 3, lines 7-19). 
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Regarding claim 27, Baker discloses wherein the means for receiving an 
incoming SVM from the second user is means for receiving an incoming text SVM for 
storage in the means for storing SVMs as a text message and wherein the means for 
playback of the incoming text SVM is for displaying the incoming text message on a 
display of the user equipment (column 3, lines 7-24). 

Regarding claim 34, Baker discloses wherein the means for sending comprises 
an SVM sender user agent (column 3, lines 7-24). 

Regarding claim 35, Baker discloses wherein the means for receiving an 
incoming SVM is an SVM inbox user agent (column 4, lines 34-43). 

Regarding claim 36, Baker discloses an automated short message attendant 
(column 1, lines 7-11), (which reads on claimed "an instant messaging service"), 
comprising: 

a presence service (column 4, line 18 "by tracking the status"), responsive to 
presence information, for providing status information (column 4, lines 13-33) [The 
system tracks the status of the subscriber's mobile unit for his presence on the 
network]; and 
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a short voice message service (15 on FIG. 1), responsive to an SVM (column 3, 
line 15 "a spoken message") provided by an SVM sending principal (23 on FIG. 1), for 
providing the SVM to a receiving principal (column 3, line 18 "wireless subscriber") if the 
status information indicates availability for acceptance of the SVM (column 3, lines 7-24) 
[The service node sends the spoken message of the calling party as a short message to 
the subscriber when the mobile unit is available]. 

Regarding claim 38, Baker discloses an automated short message attendant 
(column 1, lines 7-11), (which reads on claimed "terminal for accessing an instant 
messaging service for receiving instant messages from senders of instant messages 
and for providing instant messages to inboxes"), the service associated with a presence 
service for receiving presence information about presentities and for providing the 
presence information to watchers (column 4, lines 13-33), the terminal comprising: 

a short voice message watcher user agent (27 on FIG. 1 ) for receiving presence 
information about an SVM presentity (column 3, lines 17-24) [The service node sends 
the spoken message of the calling party as a short message to the subscriber when the 
wireless service center receive the signal of the availability of the mobile unit]; and * 

an SVM sender user agent (23 on FIG. 1 ) for providing an SVM (column 3, line 
15 "a spoken message") to an SVM server (15 on FIG. 1) for delivery if the presence 
information indicates availability (column 3, lines 7-24) [The service node sends the 
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spoken message of the calling party as a short message to the subscriber when the 
mobile unit is available]. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 15-22 and 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hanson in view of Baker. 



Regarding claim 15, Hanson discloses a delivery of urgent messages by 
integrated forced delivery (column 1, lines 7-10), (which reads on claimed "a voice 
message system including a plurality of terminals and a voice message service center"), 
the service center comprising: 

means for receiving a voice message (column 2, line 43 "leave a message") from 
a first user terminal (column 2, lines 40-44) [The calling party leave a message for the 
called party in the voicemail system at the calling side]; 
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means for storing the received voice message from the first terminal (column 4, 
lines 30-36) [The message leave by the calling party is sent to the called party's 
mailbox]; 

means (column 4, line 56 "voice-messaging system") for sending the stored 
received message from the first terminal to the second terminal if the second terminal is 
available (column 4, lines 56-64) [The system delivers the urgent message to all the 
recipients]. 

Hanson fails to disclose a presence service for checking availability of an 
intended second user. 

However, Baker teaches a presence service (column 4, line 18 "by tracking the 
status") for checking availability of an intended second user (column 4, line 18 "the 
subscriber's mobile unit") at a second terminal (column 4, lines 13-33) [The system 
tracks the status of the subscriber's mobile unit for his presence on the network]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the tracking system to determine the status of the 
subscriber's mobile unit of Baker in determining the availability of the called party in the 
system of Hanson. 

The modification of the invention would offer the capability of tracking system to 
determine the status of the subscriber's mobile unit such as the automated short 
message would transmit the spoken message to the wireless unit. 
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Regarding claim 16, Hanson discloses means for notifying the second terminal 
of the voice message received from the first terminal wherein the received voice 
message from the first terminal is sent to the second terminal upon receiving an 
acceptance signal from the second terminal in response of the notification (column 2, 
lines 54-67). 

Regarding claim 17, Hanson discloses means for receiving the voice message at 
the first user terminal spoken by a first user for providing the voice message from the 
first user terminal to the means for receiving the voice message at the service center 
(column 4, lines 30-36); 

means for storing voice messages including the voice message spoken by the 
first user (column 4, lines 35-40); 

means for receiving a designation signal from the first user designating a second 
user as an intended recipient (column 4, lines 40-45); 

means for retrieving the stored voice message in response to the designation 
signal for providing the voice message retrieved from storage and the designation signal 
(column 4, lines 56-64); and 

means for sending the voice message retrieved from storage and the designation 
signal to the second user of the voice message system as an outgoing voice message 
(column 4, lines 56-64). 
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Regarding claim 18, Hanson discloses means for receiving an incoming voice 
message from the second user for storage in the means for storing received voice 
messages (column 4, lines 30-36); and 

means for playback of the incoming voice message to the first user after retrieval 
from the means for storing voice messages by the means for retrieving stored voice 
messages (column 4, lines 40-45). 

Regarding claim 19, Hanson discloses means for receiving notification of the 
incoming voice message from the second user for display or notification thereof to the 
first user (column 4, lines 45-55); and 

means responsive to an acceptance indication input signal from the first user for 
sending the acceptance indication input signal for use in the voice message system in 
deciding whether to send the incoming voice message from the second user to the first 
user (column 4, lines 56-64). 

Regarding claim 20, Baker teaches wherein the means for receiving the voice 
message spoken by the first user includes voice recognition means for recognizing the 
voice message spoken by the first user for providing the voice message as a text 
message for storage in and retrieval from the means for storing voice messages as a 
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text message for transmission as an outgoing text voice message via a short message 
service center (column 3, lines 7-19). 

Regarding claim 21, Baker teaches wherein the means for receiving an incoming 
voice message from the second user may include means for receiving an incoming text 
voice message for storage in the means for storing voice messages as a text message 
and wherein the means for playback of the incoming text voice message is for 
displaying the incoming text message on a display of the user equipment (column 3, 
lines 7-19). 

Regarding claim 22, Baker teaches wherein the means for receiving an incoming 
voice message from the second user is means for receiving an incoming text voice 
message for storage in the means for storing voice messages as a text message and 
wherein the means for retrieving the stored voice message is also for converting the 
retrieved voice message to a voice signal for playback on a means for playback as an 
enunciated voice message (column 3, lines 7-24). 

Regarding claim 32, Hanson discloses wherein the means for checking 
availability is carried out by a presence service checking a status marker of a presence 
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tuple among a plurality of presence tuples of presence information maintained by a 
presence service (column 4, lines 1 5-29). 

Regarding claim 33, Hanson discloses wherein the means for of immediately 
sending is carried out by a service sending the received voice message to an inbox 
having an inbox address associated with the presence tuple (column 4, lines 15-29). 



6. Claims 37 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Baker in view of Van Den Berg (US 5,459,871). 

Regarding claim 37, Baker discloses an automated short message attendant 
(column 1 , lines 7-11), (which reads on claimed "a messaging system comprising at 
least one terminal (13 on FIG. 1) and a server (27 on FIG. 1)"), wherein the terminal 
comprises: 

means for transmitting presence information to the server and means for 
receiving presence information from the server (column 4, lines 13-33) [The system 
tracks the status of the subscriber's mobile unit for his presence on the network]; and 
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in that the system includes an SVM service (15 on FIG. 1 ), responsive to an 
instant voice message from a sending principal addressed to an SVM inbox (23 on FIG. 
1 ), for checking the status marker of the SVM inbox and for delivering the instant voice 
message if the status marker indicates availability for receipt thereof (column 3, lines 7- 
24) [The service node sends the spoken message of the calling party as a short 
message to the subscriber when the mobile unit is available]. 

Baker fails to disclose means for maintaining presence information characterized 
in that the presence information includes presence tuples. 

However, Van Den Berg teaches the server comprises means for maintaining 
presence information characterized in that the presence information includes presence 
tuples, each tuple comprising a status marker and a communication address identifying 
at least one of a short voice message service and an SVM inbox address (column 8, 
lines 35-55). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the server that looks up the process tuple to determine that 
the owner at the right status of Van Den Berg in determining the availability of the 
subscriber of Baker. 

The modification of the invention would offer the capability of tracking system to 
determine the status of the subscriber's mobile unit such as the automated short 
message would transmit the spoken message to the wireless unit. 
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Regarding claim 40, Baker discloses an automated short message attendant 
(column 1, lines 7-11), (which reads on claimed "a data structure embodied in a 
computer-readable medium for storage in a physical device"), characterized in that: 

a communication address (column 3, line 41 "the calling party enters digits") 
indicative of at least one of an SVM service (27 on FIG. 1) and an SVM inbox address 
(column 3, lines 38-46) [The calling party enters the digits and the numbers match the 
subscriber's name to forward the short message at the short message service center]. 

Baker fails to disclose storing SVM presence tuples. 

However, Van Den Berg teaches the data structure is a short voice message 
presence information database for storing SVM presence tuples, each tuple having a 
status marker indicative of availability for receipt of short voice messages (column 8, 
lines 35-55). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the server that looks up the process tuple to determine that 
the owner at the right status of Van Den Berg in determining the availability of the 
subscriber of Baker. 

The modification of the invention would offer the capability of tracking system to 
determine the status of the subscriber's mobile unit such as the automated short 
message would transmit the spoken message to the wireless unit. 
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Response to Arguments 

7. Applicant's arguments with respect to claims 1-40 have been considered but are 
moot in view of the new ground(s) of rejection. 



Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald Gauthier whose telephone number is (703) 305- 
0981 . The examiner can normally be reached on 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (703) 305-4895. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9314 for 
regular communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 



4750. 




August 1 , 2003 



FAN TSANG 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 




